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From the Editors
Welcome to the December 2013 edition of IP @ Ashurst. 

In this quarter, the Full Court of the Federal Court of Australia 
has handed down decisions in several cases we have been 
following. In particular, in Dynamite Games, the Full Court 
dismissed Dynamite’s appeal, confirming that its standard 
and innovation patents did not involve an inventive and 
innovative step, respectively. In Knott Investments, the Full 
Court ordered injunctions prohibiting Knott from using the 
WINNEBAGO brand without disclaimers differentiating 
it from the US-owned brand of the same name. Also in 
Modena, the first instance decision regarding the CINQUE 
STELLE and ORO trade marks was overturned on appeal, with 
the Full Court ordering that the registrations be cancelled. 

There have also been decisions on remedies in a number 
of cases we have previously reported on, including the REA 
Group case concerning trade mark infringement and the 
Acohs v Ucorp copyright infringement case. 

We also report on a number of cases in the fashion 
and clothing industry, including the Louis Vuitton 
case concerning imitation sunglasses, the Adidas case 
concerning the infringement of Adidas’ famous three-stripe 
trade mark and the Workwear Industries case concerning the 
use of the “WORKWEAR” name by two competitors. 

In copyright, we cover the latest instalment in the Aristocrat 
case, and the Top Plus case in which a default judgment  
for copyright infringement was set aside. We also report  
on the Commonwealth Attorney-General’s invitation for  
a discussion on online file sharing and internet piracy. 

In patents, we cover the Suntory case concerning leave to 
amend a patent specification, as well as the Bitech and SNF 
cases which both raise issues relating to pecuniary relief  
for patent infringement. 

In addition, we also cover the Multisteps case concerning 
design and patent infringement by a rival plastic 
packaging company. 

In trade marks, we report on CUB’s successful bid to  
re-register trade marks for its heritage beer brands and 
Dolby’s successful action to stop the release of counterfeit 
DVDs pursuant to the Customs Notice of Objection scheme. 

We also cover two cases (Vendor Advocacy and Lift Shop) 
which concern unsuccessful claims by two businesses 
against competitors’ use of their names. Both actions were 
unsuccessful largely due to the descriptive nature of the 
VENDOR ADVOCACY and LIFT SHOP names.

We hope you enjoy this edition and look forward to another 
busy year in IP in 2014!

Elizabeth Ireland, Senior Associate, Sydney
elizabeth.ireland@ashurst.com

Lisa Ritson, Partner, Sydney
lisa.ritson@ashurst.com 

Stop press
The High Court has for the first time considered the issue of patentability of claims to 
methods of medical treatment in Apotex Pty Ltd v Sanofi-Aventis Australia Pty Ltd & Ors [2013] 
HCA 50.  The judgment was delivered on 4 December 2013.  Please see our detailed report on 
this case on page 4 of this edition.
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Courts to give discount on costs based on 
proportion of successful claims 
REA Group Ltd v Real Estate 1 Ltd (No 2) [2013] FCA 968

Following the substantive judgment in June 2013 (as reported in the September 2013 edition of IP @ Ashurst), the  
Federal Court has now handed down its decision regarding the remedies in this dispute between rival online real  
estate businesses. 

In June 2013 Justice Bromberg heard claims brought by REA Group Ltd (first Applicant) and realestate.com.au Pty Ltd 
(second Applicant) (together, the Applicants) against rival real estate company Real Estate1 Ltd and Sixteen Blamely  
Pty (first and second Respondents) with the third to sixth Respondents being named principals and workers of the 
company (together, the Respondents). The Applicants brought actions under the Trade Practices Act 1974 (Cth) (TPA)  
(the predecessor to the Australian Consumer Law), common law passing off and trade mark infringement under the 
Trade Marks Act 1995 (Cth). 

The Applicants, were successful in respect of only some of their trade mark infringement claims and the Court 
dismissed the Applicants’ other claims of trade mark infringement, passing off and conduct in breach of the TPA. 

In determining remedies, the Court noted that the Applicants did not make a claim for damages or an account of 
profits; rather they requested a declaration that the first and second Respondents infringed the relevant trade marks. 
The Court held that there was utility in making this declaration as it served to vindicate the Applicants’ claim and 
record the Court’s disapproval of the infringing conduct. The Court then ordered that the first and second Respondents 
be restrained from using the infringing trade marks in relation to online real estate advertising services, and that the 
Respondents transfer registration of the relevant domain names that infringed the Applicants’ trade marks to the first 
Applicant within 30 days. 

The Court took into account the principle that where a litigant has succeeded only upon a portion of its claim, it may  
be reasonable for the litigant to bear the expense of litigating that portion in respect of which the litigant has failed. 
Subsequently, as the Applicants were only successful in some of their trade mark infringement claims, the first and 
second Respondents were ordered to pay 70% of the Applicant’s costs of the proceedings. No cost order was made 
against the third to sixth Respondents.

Jessica Norgard, Lawyer, Sydney 
jessica.norgard@ashurst.com 

Anita Cade, Partner, Sydney 
anita.cade@ashurst.com

IP Bite
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Methods of treatment are patentable,  
but aren’t infringed by accident
Apotex Pty Ltd v Sanofi-Aventis Australia Pty Ltd & Ors [2013] HCA 50

What you need to know
• The High Court has for the first time considered the issue of patentability of claims to methods 

of medical treatment. The High Court held by a majority of 4 (Chief Justice French  and Justices 
Crennan, Kiefel and Gageler ) to 1 (Justice Hayne dissenting) that a method of medical treatment 
of the human body can be a “manner of manufacture”, and, therefore, a patentable invention 
within section 18(1)(a) of the Patents Act 1990 (Cth). 

• The High Court has also unanimously clarified that claims directed to treatment of a disease, 
being a hitherto unknown therapeutic use of a known pharmaceutical substance (having prior 
therapeutic uses) are limited in scope to the deliberate or conscious treatment of that disease. 
Notably, the High Court made it clear that a claim in this form is only infringed if the purpose  
of the administration is the unknown use which is claimed. That is, there will be no incidental  
or accidental infringement by administration for the treatment of other diseases. 

• The High Court’s decision, therefore, provides some comfort to both innovator companies 
(by confirming that claims to methods of medical treatment can be patentable) and generic 
companies (by clarifying the scope of such claims and risks of infringement).
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Background
Sanofi-Aventis Deutschland GmbH is the registered owner 
of Australian Patent No. 670491 entitled “Pharmaceutical 
for the treatment of skin disorders” (due to expire in March 
2014) (Patent). The Patent has one claim:

A method of preventing or treating a skin disorder, 
wherein the skin disorder is psoriasis, which comprises 
administering to a recipient an effective amount of a 
pharmaceutical composition containing … [leflunomide].

Leflunomide has been registered on the Australian  
Register of Therapeutic Goods (ARTG) by Sanofi-Aventis 
Australia Pty Ltd under the names “Arava” and “Arabloc”  
for the treatment of active rheumatoid arthritis (RA) and 
active psoriatic arthritis (PsA). 

In July 2008, Apotex Pty Ltd (Apotex) successfully  
obtained registration of its generic version of leflunomide 
(Apo-Leflunomide) on the ARTG.   Apotex’s approved 
product information (PI) for Apo-Leflunomide stated that 
it is indicated for the treatment of active RA, active PsA and 
that it is not indicated for the treatment of psoriasis that  
is not associated with manifestations of arthritic disease.

Sanofi-Aventis Deutschland GmbH, Sanofi-Aventis Australia 
Pty Ltd and Aventisub II Incorporated (together, Sanofi) 
commenced proceedings against Apotex in October 2008, 
alleging, amongst other things, that Apotex’s proposed 
supply of Apo-Leflunomide to treat PsA would infringe the 
Patent under section 117 of the Patents Act 1990 (Cth) (Act).  

Apotex denied infringement and filed a cross-claim  
seeking revocation of the Patent on a number of grounds, 
including that claim 1 is not a “manner of manufacture” 
within the meaning of section 6 of the Statute of 
Monopolies and, therefore, is not a patentable invention 
under section 18(1)(a) of the Act.

 At first instance, Justice Jagot held that the Patent was  
valid and found that Apotex’s intended supply of its  
Apo-Leflunomide product for the treatment of PsA would 
infringe the Patent under sections 117(2)(b) and (c). In 
reaching that conclusion her Honour found that the claimed 
method is used where leflunomide is administered to a 
recipient so that the recipient’s psoriasis is in fact prevented 
or treated (and that the purpose of the administration is not 
integer requirement of the claim). Her Honour’s conclusion 
as to infringement under sections 117(2)(b) and (c) was based 
on her finding that the evidence established that: 

• Apotex knew that nearly every patient with PsA has or 
will develop psoriasis and if leflunomide is administered 
to a patient to treat PsA, leflunomide would be expected 
also to prevent or treat the patient’s psoriasis (to some 
extent at least).

• Apotex’s approved PI instructs a rheumatologist to use 
Apo-Leflunomide for the treatment of PsA and as almost 
all people with PsA have or will develop psoriasis the PI 
instructs rheumatologists to use leflunomide to treat 
psoriasis (irrespective of the exclusion of psoriasis in 
Apotex’s PI).

The Full Federal Court dismissed Apotex’s appeal. Although 
the majority (Justices Bennett and Yates ) found that Justice 
Jagot erred in construing claim 1 and that the claim was 
directed to the object or purpose of preventing or treating 
psoriasis, their Honours went on to uphold Justice Jagot’s 
finding on infringement under sections 117(2)(b) and (c) of 
the Act. 
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Apotex’s Appeal to the High Court
Apotex applied for, and was granted special leave to  
appeal to the High Court. The main issues before the  
High Court were:

• as regards validity, whether the subject matter  
of claim 1 is a “manner of manufacture” and hence  
a patentable invention within the meaning of  
section 18(1)(a) of the Act (a narrower issue to be 
determined was whether claim 1 for a hitherto  
unknown therapeutic use of a pharmaceutical  
substance (having prior therapeutic uses) is a  
manner of manufacture);

• (if infringement remains to be determined) whether  
the proposed supply by Apotex of leflunomide to treat 
PsA would infringe the Patent under section 117(1).

Patentability of methods of medical 
treatment for human beings
The High Court held by majority (Justice Hayne dissenting) 
that claims to methods of medical treatment of the human 
body can be a manner of manufacture and, therefore, a 
patentable invention within the meaning of section 18(1)(a) 
of the Act. Justices Crennan and Kiefel (delivering a joint 
judgment) found that such claims are patentable assuming 
the other requirements of patentability are met and 
satisfies the NRDC case test (National Research Development 
Corporation v Commissioner of Patents (NRDC case) (1959) 
102 CLR 252), namely the method is a contribution to a 
useful art having economic utility. In this regard their 
Honours noted a distinction between a method of medical 
treatment which involves a hitherto unknown therapeutic 
use of a pharmaceutical (having prior therapeutic uses)  
and the activities or procedures of doctors and other 
medical staff when physically treating patients. Although 
not deciding the point, their Honours observed that the 
latter are, as a general matter, non-economic and not 
capable of industrial application. 

Construction of claims to methods  
of treatment
Notably, the High Court (Justices Crennan and Kiefel  
with whom Chief Justice French and Justice Gageler  
agreed) held that claim 1 of the Patent is a claim limited 
to the specific purpose of preventing and treating 
psoriasis. Their Honours found that because any novelty 
and inventive step is confined to a hitherto unknown 
therapeutic use of leflunomide (a substance having prior 
therapeutic uses), the monopoly granted in respect of  
claim 1 is limited to that hitherto unknown purpose. 

The High Court also clarified that a claim in this form  
is only infringed if the purpose of the administration  
is the unknown use which is claimed. That is, there will  
be no “incidental” or “accidental” infringement because  
the specific purpose of administration is effectively an 
essential integer of the claim. 
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Indirect infringement under section 117 
of the Act
Section 117 of the Act provides that, if use of a product  
by a person would infringe a patent, the supply of that 
product by a person is an infringement of the patent 
in certain circumstances. Sanofi was successful at first 
instance and on appeal to the Full Court in its claim of 
infringement under sections 117(2)(b) and (c) of the Act. 

Section 117(2)(b) applies to any use of a product (which 
is not a staple commercial product) if the supplier had 
reason to believe that the person would put it to that use. 
Section 117(2)(c) applies in the case of use of the product in 
accordance with (amongst other things) any instructions 
for the use of the product, or any inducement to use the 
product, given to the person by the supplier.

The High Court (Justices Crennan and Kiefel  with  
whom Chief Justice French and Justice Gageler agreed) 
found that Apotex’s proposed supply of Apo-Leflunomide 
did not did not infringe claim 1 of the Patent under  
sections 117(2)(b) or (c) of the Act. As regards section 117(c), 
the High Court found that Apotex’s approved PI for  
Apo-Leflunomide specifically excludes the method of  
claim 1 and does not instruct recipients to use the  
product for the treatment or prevention of psoriasis. 

The High Court gave consideration in this context to  
the regime under which therapeutic goods are registered  
by the Therapeutics Goods Administration (TGA) in the 
Australian Register of Therapeutic Goods (ARTG) and noted 
that the indication in the PI is an emphatic instruction  
to recipients to restrict use of Apo-Leflunomide to use it 
other than in accordance with claim 1. 

As regards section 117(b) the High Court found that it  
had not been shown, nor could it be inferred, that Apotex 
had reason to believe that Apo-Leflunomide would be used 
by recipients to deliberately treat psoriasis in accordance 
with the method of claim 1 contrary to the indications in 
Apotex’s PI.

Conclusion
The High Court’s decision provides some comfort to both 
innovator and generic pharmaceutical companies. For the 
first time the High Court has confirmed that claims to 
methods of medical treatment of the human body can  
be patentable in Australia, a question which has raised 
doubts over a considerable period of time. 

The High Court’s decision on claim construction and 
infringement of method of treatment claims directed  
at new therapeutic uses of known substances will also 
provide clarity to generic companies in terms of the  
effect of carving out indications from product  
information documents and minimising the risks  
of indirect infringement under section 117 of the Act.

Ben Miller, Partner, Sydney 
ben.miller@ashurst.com

Paula Iannitti, Senior Associate, Sydney 
paula.ianitti@ashurst.com

Marcus Fleming, Senior Associate, Melbourne 
marcus.fleming@ashurst.com

Bruce Hardy, Lawyer, Melbourne 
bruce.hardy@ashurst.com
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Dynamite’s Full Court  
gamble fails for obviousness 
Dynamite Games Pty Limited v Aruze Gaming Australia Pty Limited [2013] FCAFC 96 

What you need to know 
• The Full Court has dismissed Dynamite’s appeal, confirming that its 

standard and innovation patents did not involve an inventive and  
innovative step, respectively. 

• The decision is a concerning development for the gaming industry because 
the Full Court effectively found that a would-be revoker of a patent in the 
field of gaming design does not have to prove the “reasonable expectation 
of success” limb of the test for inventive step. 

• It will be important to see if future decisions confine this case to its facts. 

What you need to do 
• In light of the approach to inventive step in this case, you may wish to 

review patents over gaming design relevant to your commercial activities  
as these may be more vulnerable to attack. 

• It is also a good time to review the approach to drafting patent 
specifications in the gaming industry to ensure that they highlight 
the inventive or innovative step over the prior art and do not impliedly 
acknowledge an expectation of success. 
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In this decision, the Full Court dismissed Dynamite Games 
Pty Ltd’s (Dynamite) appeal from Justice Emmett’s first 
instance decision (reported in the June 2013 edition of 
IP @ Ashurst). Dynamite’s appeal was confined to inventive 
and innovative step issues. This is a concerning development 
for the gaming industry, in which small variations in game 
design can be critical to the success of a game. 

Dynamite’s patents 
The patents in question were a standard patent and an 
innovation patent. The claimed invention of both patents 
was for “gaming apparatus and systems”. Broadly, the 
inventive concept of the patents was:

• guaranteeing the triggering of game events where they 
have not occurred within a set amount of gameplay;

• indicating the amount of gameplay remaining before  
the guaranteed game event is triggered; and

• resetting indicators following the triggering of the 
guaranteed game event. 

Appropriate to ask if it was obvious to 
try the standard patent? 
Dynamite’s chief complaint concerning the standard 
patent was that Justice Emmett adopted an “obvious to 
try” approach to inventive step that the High Court had 
expressly disapproved in Aktiebolaget Hässle v Alphapharm 
Pty Limited (2002) 212 CLR 411 (Alphapharm). In Alphapharm, 
the High Court approved the reformulated Cripps question, 
which, in simple terms, asks whether the skilled addressee 
would directly be led as a matter of course to try the 
claimed invention in the reasonable expectation of success. 

Justice Emmett reasoned that this reformulated Cripps 
question was “somewhat inapt in the case of the design 
of a gaming machine” and said that the question in the 
present case was better formulated as “whether the event 
guarantee component described in the Specification 
and Claim 1 was obvious to try in order to produce an 
enhancement of gameplay interest” (emphasis added). 

The Full Court approved the test Justice Emmett applied on 
two main bases. First, “the primary judge was using ‘obvious 
to try’ as convenient shorthand for the lengthier ‘directly be 
led as a matter of course’”. Secondly, the Full Court explained:

“ the primary judge was doing no more than making the 
point, which operates in Dynamite’s favour, that the 
entire discourse in the authorities about the need for an 
expectation of a useful result is beside the point. A game 
designer never has to worry that the selected feature 
might not be able to be implemented or, if implemented, 
might not result in the desired effect.”

In the context of an inventive step inquiry, it is difficult 
to understand how dispensing with the “reasonable 
expectation of success” limb of the reformulated Cripps 
question “operates in Dynamite’s favour”. The effect of 
this decision is that, for gaming design related patents, 
the patent challenger only need prove that the skilled 
addressee would “directly be led as a matter of course to 
try” and does not also need to prove that they would be so 
led in the reasonable expectation of success. 

Conventional approach to innovative 
step? 
Dynamite’s complaint concerning the innovation patent 
was that Justice Emmett determined the issue of innovative 
step in an “evidentiary vacuum” without reasoned analysis. 
Although the Full Court found that Justice Emmett applied 
the correct test “in conventional terms”, the first instance 
decision does not precisely identify differences between 
the invention as claimed and the prior art. For example, in 
respect of claim 1, Justice Emmett found, it “does not appear 
to vary from the prior art” (emphasis added). A more certain 
finding would have been that claim 1 did not vary from the 
prior art at all. 

Conclusion 
Whatever the linguistic issues with the Court’s approach 
to inventive and innovative step, ultimately Dynamite was 
unable to overcome the primary Judge’s findings on the 
evidence that the integers of the claims of the patents, 
including the combination of integers, were part of the 
common general knowledge. 

Ben Hopper, Lawyer, Melbourne
ben.hopper@ashurst.com 

Grant Fisher, Partner, Melbourne 
grant.fisher@ashurst.com 

http://www.ashurst.com/doc.aspx?id_Content=9271
http://www.ashurst.com/doc.aspx?id_Content=9271
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Background
In the September 2013 edition of IP @ Ashurst, we discussed the Full Federal  
Court of Australia’s decision in the appeal from Justice Foster’s primary  
decision (covered in our September 2012 edition) in the WINNEBAGO case.  
On 13 October 2013, the Full Federal Court gave a further judgment in relation  
to the form of relief to be granted.

Injunctions
The Full Federal Court ordered injunctions prohibiting Knott from using the 
WINNEBAGO brand unless it also included prominent and clear disclaimers 
notifying consumers that: 

“ This vehicle was not manufactured by, or by anyone having any association 
with, Winnebago of the United States”.

Knott was also required to have customers sign an acknowledgment that  
they had been made aware of the disclaimer.

Winnebago Industries had pressed for permanent injunctions restraining  
all use. However, the Full Federal Court was not willing to grant such relief  
having regard to the background of the case. That is, although Knott had  
adopted Winnebago Industries’ WINNEBAGO brand, with decades of  
inaction by Winnebago Industries, Knott had developed its own reputation  
in the brand in Australia.

Still Knott a happy camper:  
the WINNEBAGO saga injunctions
Knott Investments Pty Ltd v Winnebago Industries Inc (No. 2) [2013] FCAFC 117

What you need  
to know
• A court will only grant 

injunctions where to do  
so will provide a fair and 
reasonable remedy. 

• Here, only limited injunctive 
relief was granted due to 
Winnebago Industries’  
lengthy delay.

• The question of damages 
remains to be determined.

• The delay of the US owner 
of the WINNEBAGO brand in 
protecting its rights limited  
the scope of relief it obtained. 
The Full Federal Court 
allowed on-going use of the 
WINNEBAGO name by the 
Australian business provided 
specific disclaimers were  
also used 

• The matter was remitted to  
the primary Judge to consider 
the damages claim.

http://www.ashurst.com/doc.aspx?id_Content=9619
http://www.ashurst.com/doc.aspx?id_Content=8279
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Balancing act
The Full Federal Court’s aim in granting 
the injunctions was, therefore, to 
balance the rights in the goodwill 
developed over years by Knott against 
the need to ensure consumers are not 
misled or deceived by Knott’s on-going 
use of the WINNEBAGO brand.

Chief Justice Allsop stressed that the 
injunctions were framed as a remedy 
to a passing off and misleading or 
deceptive conduct claim. In a passing 
off and misleading or deceptive 
conduct case, his Honour said “the 
primary guiding principle of the 
injunctive relief should be, so far as 
possible, the protection of the public 
from being misled”. Perhaps in a 
trade mark infringement case with 
otherwise similar facts, the form of the 
injunctions may have been different.

Costs and damages
Although the form of injunctions will 
allow Knott to continue trading under 
the WINNEBAGO brand, its defence of 
the case appears likely to be costly. 

The Full Federal Court has ordered 
that Knott pay 75% of Winnebago 
Industries’ costs of the trial and the 
appeal and has remitted to the primary 
Judge the question of damages. 

The Full Federal Court held that 
Winnebago Industries is not entitled 
to an account of profits due to its 
extraordinary delay. In any event, the 
calculation of ill-gotten profits would 
be difficult given the finding that Knott 
had developed its own reputation in 
the mark through its use. 

The questions of damages that may 
arise from Knott’s conduct from 
2004 onwards is remitted to the 
primary Judge, subject to Winnebago 
Industries persuading the Court that 
there is utility in a damages hearing. 

Action point
The final chapter of this dispute may 
be near, but the case will stand as 
a reminder to brand owners of the 
importance of taking prompt action 
to protect their brands, through both 
registration of their trade marks and 
active steps to stop infringing use. The 
effects of delay on the remedies which 
a court may grant is exemplified in 
this case.

Liam Nankervis 
Senior Associate, Melbourne
liam.nankervis@ashurst.com

Peter Chalk 
Partner, Melbourne
peter.chalk@ashurst.com

In a passing off and misleading or deceptive 
conduct case, the primary guiding principle 
of the injunctive relief should be, so far as 
possible, the protection of the public from 
being misled.
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An Italian roast: foreign words 
not registrable as trade marks
Modena Trading Pty Ltd v Cantarella Bros Pty Ltd [2013] FCAFC 110

What you need to know 
• A Full Federal Court has overturned the decision of the primary Judge, 

finding that the foreign words CINQUE STELLE and ORO are not valid 
trade marks and ordered that the registrations be cancelled. 

• Some key findings include:

 – Where a word/phrase would not be registrable as a trade mark  
in its English form, it is unlikely to be registrable in its foreign 
language form. 

 – Words (foreign or otherwise) that indicate the quality of the goods 
will be unlikely to be inherently adapted to distinguish, and unable  
to be registered as a trade mark.

 – The court will conduct an analysis of whether a trader in the relevant 
field would, without improper motive, want to use the words in  
their ordinary course of business. This can be done on a hypothetical 
level as well as looking at the actual state of the market/industry. 

What you need to do 
• Businesses considering seeking registration of a foreign word trade 

mark in Australia should seek advice as to the distinctiveness and 
registrability of the relevant word.  This will involve analysing the use 
of the foreign word, the English translation and the relevant field which 
the trade mark is to be registered in.
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The Full Court of the Federal Court of Australia has 
overturned the decision of the primary Judge in relation 
to the trade mark battle of the coffee manufacturers (as 
reported in the June 2013 edition of IP @ Ashurst) . The 
Full Court held that the relevant foreign words were not 
inherently adapted to distinguish under section 41 of 
the Trade Marks Act 1995 (Cth) (Act) and ordered that the 
registration of their marks be cancelled. 

Background
At first instance, Cantarella Bros Pty Ltd (Cantarella) brought 
proceedings against Modena Trading Pty Limited (Modena) 
for infringement of its registered trade marks in relation 
to coffee and related products in class 30, being CINQUE 
STELLE and ORO. It was agreed that these words were 
Italian for “five stars” and “gold”. Modena subsequently 
cross-claimed and sought the cancellation of the marks 
from the Register of Trade Marks. 

Decision at first instance
The primary Judge held that Modena had infringed 
Cantarella’s trade marks. The Court also found that the 
foreign words were not so obvious to ordinary English 
speakers (despite noting the prominence of the Italian 
language in Australia) and held that the marks were 
adapted to distinguish. 

The primary Judge granted an injunction against Modena 
from future infringement of the trade marks. 

Cantarella’s claim under the Australian Consumer Law was 
also considered but dismissed. 

The appeal
The issues on appeal were whether the trade mark 
registrations should be cancelled under section 88, or 
removed under section 92 of the Act. This involved an 
analysis of section 41(3), read with section 41(2) of the Act, 
which concerns a trade mark’s ability to distinguish the 
owner’s goods and services. 

Ability to distinguish
On appeal, Justices Mansfield, Jacobson and Gilmour found 
that the primary Judge had erred in approach (in considering 
whether the Italian words were commonly understood by 
ordinary English speaking persons as meaning five star and 
gold) and had adopted an incorrect conclusion as to the 
statutory enquiry arising from section 41(3). 

The Court had to consider whether Cantarella’s use of the 
words was distinctive of its brand within the field, and thus, 
inherently adapted to distinguish under section 41(3) of 
the Act. The Court applied the test of Justice Kitto in Clark 
Equipment Company v Registrar of Trade Marks (1964) 111 CLR 
511, namely that:

“ The question whether a mark is adapted to distinguish 
[is to] be tested by reference to the likelihood that other 
persons, trading in goods of the relevant kind and being 
actuated by only proper motives, in the exercise, that 
is to say, of the common right of the public to make 
honest use of words forming part of the common 
heritage, for the sake of the signification which they 
ordinarily possess – will think of the word and want to 
use it in connexion with similar goods in any manner 
which would infringe a registered trade mark granted in 
respect of it.”

The Full Court considered that other traders in the field, 
without improper motive, may want to use the words 
CINQUE STELLE and ORO as well as their English translations, 
as varietal indicators of their Italian-style products and to 
denote quality. The Full Court held that the marks were likely 
to be used by other traders in the field in the ordinary course 
of their business for the following reasons:

• the foreign words translate to mean “five stars” and 
“gold” which signify a high quality product;

• pure coffee in Australia is often associated with Italy and 
would increase the desire to use Italian terms and phrases;

• there is a high proportion of Italian speakers in Australia; 
and

• many coffee manufacturers did already use these terms  
in relation to their coffee products. The Court noted that  
it is not necessary that these traders use the words as 
trade marks. 

The Court held that this supports the finding that these 
Italian words were known, and used, by the coffee industry 
as words descriptive of quality prior to the filing date of 
Cantarella’s trade marks. 

The Court accordingly held that Cantarella’s marks CINQUE 
STELLE and ORO were not inherently adapted to distinguish 
the designated goods from those of other traders. 

Cancellation action
The Court subsequently found that Cantarella had not  
been using the terms CINQUE STELLE and ORO as trade 
marks, but only to distinguish between goods within 
Cantarella’s own range. 

The Court ordered that pursuant to section 88(1) of the  
Act, that Cantarella’s CINQUE STELLE and ORO trade marks 
be cancelled. 

Cantarella was ordered to repay any monies that Modena 
had paid to it under the first instance decision, and to pay 
Modena’s costs of, and incidental to, the first instance and 
appeal proceedings. 

Jessica Norgard, Lawyer, Sydney
jessica.norgard@ashurst.com 

Lisa Ritson, Partner, Sydney
lisa.ritson@ashurst.com

http://www.ashurst.com/doc.aspx?id_Content=9271


IP @ Ashurst • December 2013Page 14

Did we win? Copyright infringement  
and the difficulties of proving damages

Acohs Pty Ltd v Ucorp Pty Ltd (No. 5) [2013] FCA 1006

What you need to know
• While Acohs was ultimately successful in  

this complex copyright infringement case, 
the final relief awarded to Acohs was 
limited to delivery up and destruction of 
the infringing Material Safety Data Sheets 
(MSDS) and additional damages of $22,500.

• Acohs’ claim for compensatory damages, 
based on loss of business and lost profits, 
was rejected by the Federal Court as Justice 
Jessup found that the facts and evidence  
did not support such a claim. 

What you need to do
• Making a successful claim for damages can 

be very difficult. Claimants should ensure 
that claims for compensatory damages are 
clearly supported by the facts and meticulous 
evidence. Otherwise, it can be frustrating 
for claimants who, even where successful 
in a matter, may not receive the financial 
compensation they may have expected.
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Background
In the September 2013 edition of IP @ Ashurst, we reported 
on Ucorp Pty Ltd’s (Ucorp) unsuccessful application to the 
High Court to appeal the decision of the Full Federal Court. 

By way of background, in March 2012, the Full Federal Court 
held, amongst other issues, that Ucorp’s inclusion in its 
electronic database of Material Safety Data Sheets (MSDS) 
produced by Acohs Pty Ltd (Acohs) for manufacturers, 
importers and suppliers (MIS) of hazardous substances 
in order to meet regulatory requirements, constituted 
infringement of Acohs’ copyright. 

The matter was remitted back to the trial Judge, Justice 
Jessup, in October 2013, to determine Acohs’s claims for  
final relief. 

Delivery up and destruction of 
infringing works
Acohs sought orders that Ucorp deliver up and destruct the 
infringing works, a conventional and commonplace remedy 
granted in successful copyright actions. However, Ucorp 
submitted that there were special considerations which 
would justify the Court refusing to make such an order. 

Justice Jessup accepted that Ucorp conscientiously intended 
to observe the injunctions. However, given the nature of 
“The Collection” (the totality of Ucorp’s electronic store 
of copy MSDS), his Honour was concerned to ensure that 
reproductions previously made in breach of Acohs’ copyright 
would not, whether as a result of oversight, misadventure or 
otherwise, be communicated to the public in the course of 
Ucorp’s business. 

Accordingly, Justice Jessup was of the view that the  
MSDS created in breach of copyright be extracted from  
The Collection, to help ensure the infringing works were  
no longer available to Ucorp staff and so as to prevent 
future possible breaches.

In response to an argument raised by Ucorp, Justice Jessup 
found that the issue of delivery up turned on the question 
of whether Ucorp should be permitted to retain infringing 
reproductions of Acohs’ MSDS against the possibility 
that users may in the future request access to them in 
circumstances where an implied licence would arise. His 
Honour found that allowing Ucorp to retain the infringing 
reproductions of MSDS would amount to Ucorp gaining a 
commercial advantage from its earlier act of infringement 
and was not an approach the Court should find “attractive”. 

Nevertheless, while his Honour was persuaded a delivery 
up order should be made, the Court found that Ucorp had 
a licence in relation to MSDS reproduced on the request 
of particular clients. The Court was therefore prepared to 
allow Ucorp the opportunity to identify any other MSDS 
still in its possession, custody or power, for which there was 
evidence of a request sufficient to give rise to an implied 
licence. MSDS in that category would not be delivered up.

Compensatory damages
The Court’s consideration of compensatory damages 
focused on two customers. 

The first head of damages relating to loss of business, 
involved Acohs’ alleged loss of business from a particular 
client, J Blackwood & Son Ltd (Blackwood). Ucorp argued that 
MSDS for Blackwood were copied pursuant to a request from 
Blackwood, and that it was therefore covered by the implied 
licence. Acohs, however, argued that the copying was done 
for purely economic purposes, rather than for safety-related 
reasons and was not covered by the licence. This argument 
was made on the basis that Blackwood’s contract with Acohs 
was not terminated until after Ucorp had done its copying. 
During that period, Blackwood’s needs for MSDS were 
satisfied by Acohs and therefore, Blackwood’s safety related 
needs were met, meaning the copying by Ucorp, even though 
at the request of Blackwood, did not have a safety-related 
purpose. Justice Jessup did not accept this submission from 
Acohs and his Honour found that Blackwood’s request of 
Ucorp was a safety-related one because of the reason it 
required to have access to the MSDS. His Honour therefore 
rejected this basis for compensation. 

The other head of damages, loss of profits, claimed by Acohs 
related to potential lost profits from Victoria University. 
Acohs argued that, but for Ucorp’s infringements of 
copyright, Acohs would have had the benefit of a contract 
with Victoria University, which had instead been awarded 
to Ucorp. That is, Acohs claimed that Victoria University 
would not have engaged Ucorp at all had there been no 
infringement of copyright. However, Justice Jessup found 
that the facts did not support the notion that without the 
presence in The Collection of the previously copied, Acohs’ 
authored MSDS, Victoria University would have engaged 
Acohs rather than Ucorp. 

Additional damages: section 115(4) of 
the Copyright Act 
Section 115(4) of the Copyright Act 1968 (Cth) provides that 
a court may award additional damages as it considers 
appropriate, taking into account various factors including 
the flagrancy of the infringement, and any benefit accrued 
by the defendant. 

Acohs had sought to rely on these factors. Ultimately, 
however, Justice Jessup found that the only circumstance 
to justify additional damages was the benefit which Ucorp 
derived from having a large number of MSDS which had 
been reproduced in infringement of Acohs’ copyright, in 
The Collection. His Honour awarded $22,500 in additional 
damages for recognition of this. The figure represents 
around $1 for every MSDS which Ucorp reproduced in 
infringement of Acohs’ copyright. 

Mary Papadopoulos, Lawyer, Sydney
mary.papadopoulos@ashurst.com

Anita Cade, Partner, Sydney
anita.cade@ashurst.com 

http://www.ashurst.com/doc.aspx?id_Content=9619
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Background
Louis Vuitton Malletier (Louis Vuitton), a French luxury 
goods company, brought proceedings against Sonya 
Valentine, in relation to the importation and sale of 
sunglasses in Australia. Valentine’s sunglasses were 
imported from China and bore a flower mark and the 
wording “LOUIS V” and “EYEWEAR EST. 1941 PARIS”. 

Louis Vuitton brought proceedings in the Federal Court  
of Australia, claiming that the importation and sale of  
these sunglasses by Ms Valentine:

• infringed its Australian trade mark registrations  
793793 LOUIS VUITTON and 1047186 Flower Device,  
both of which covered sunglasses in class 9; and

• constituted misleading or deceptive conduct, or false 
representations in breach of sections 18 and 29(1) of  
the Australian Consumer Law (ACL).

Trade mark infringement

Flower Device
Louis Vuitton is the owner of Australian trade mark 
registration 1047186 for the following Flower Device, 
covering sunglasses in class 9.

 

The sunglasses in question bore a flower symbol,  
as depicted below.

 

Justice Jessup saw this aspect of the case as straightforward 
and found that the flower symbol on the sunglasses was 
deceptively similar to Louis Vuitton’s Flower Device and 
therefore infringed trade mark registration 1047186.

No love lost between Louis Vuitton and 
Valentine over imitation sunglasses
Louis Vuitton Malletier v Sonya Valentine Pty Ltd [2013] FCA 933

What you need to know
• Louis Vuitton was successful in an action for trade mark infringement and conduct  

in breach of the Australian Consumer Law (ACL) in relation to the importation and  
sale of imitation sunglasses.

• The Court found that Louis Vuitton’s Flower Device mark was infringed but its LOUIS 
VUITTON mark was not infringed by the use of “LOUIS V” on the sunglasses.

• However, the use of the Flower Device, “LOUIS V” wording and “EYEWEAR EST. 1941 
PARIS” on the sunglasses did amount to conduct in breach of the ACL. 
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LOUIS VUITTON trade mark
However, the alleged infringement of the LOUIS VUITTON 
word mark was a different matter. Louis Vuitton submitted 
that the “LOUIS V” wording on the sunglasses infringed its 
Australian trade mark registration 793793 LOUIS VUITTON, 
which also covered sunglasses in class 9. 

Louis Vuitton submitted that the significant reputation  
of the LOUIS VUITTON brand should be taken into account 
when considering if the LOUIS VUITTON mark had been 
infringed and that the LOUIS VUITTON mark is “notoriously 
so ubiquitous and of such long standing… consumers must 
generally be taken to be familiar with it and with its use  
in relation to particular goods and services” (as per the  
test from C A Henschke & Co v Rosemount Estates Pty Ltd 
(2000) 52 IPR 42).

However, Justice Jessup did not find “LOUIS V” to be 
deceptively similar to LOUIS VUITTON. While his Honour 
accepted that Louis Vuitton has an established reputation 
(including in respect of sunglasses), that reputation did not 
meet the “high bar” required to meet the Henschke test. 

In considering whether “LOUIS V” wording infringed the LOUIS 
VUITTON trade mark, Justice Jessup also suggested that it 
would be possible that “LOUIS V” would make consumers 
think of Louis V of France instead of LOUIS VUITTON. 

Australian Consumer Law (ACL)
The reputation of the LOUIS VUITTON brand did however 
strengthen Louis Vuitton’s case in respect of its claims 
under the ACL. 

In particular, Justice Jessup considered that a consumer 
would be misled into thinking that Ms Valentine’s 
sunglasses were either LOUIS VUITTON goods or associated 
with Louis Vuitton due to the use of the Flower Symbol and 
“LOUIS V” wording on the glasses. Therefore, Ms Valentine’s 
conduct contravened section 18 and 29(1)(g) of the ACL. 

In addition, Justice Jessup found that the use of the 
“EYEWEAR EST. 1941 PARIS” constituted a false and 
misleading representation regarding the origin of the 
sunglasses in breach of section 29(1)(k) of the ACL, as  
the sunglasses were imported from China and were  
not connected to Paris in any way. 

Orders
Justice Jessup made orders including a declaration that  
Ms Valentine had infringed the Flower Device trade mark and 
contravened the ACL. His Honour also awarded injunctions 
restraining Ms Valentine from using the Flower Symbol, 
“LOUIS V” and “EYEWEAR EST. 1941 PARIS”. Louis Vuitton’s 
damages are to be assessed at a later date and Ms Valentine 
was ordered to adduce relevant information in this regard. 

Elizabeth Ireland, Senior Associate, Sydney
elizabeth.ireland@ashurst.com

Lisa Ritson, Partner, Sydney
lisa.ritson@ashurst.com 



IP @ Ashurst • December 2013Page 18

What’s in a brand? Use of  
the word “workwear”  

not misleading or deceptive
Workwear Industries Pty Ltd v Pacific Brands Workwear Group Pty Ltd [2013] FCA 1042

What you need to know
• In the recent decision of Workwear Industries Pty Ltd v  

Pacific Brands Workwear Group Pty Ltd [2013] FCA 1042,  
the Federal Court held that Pacific Brands Workwear  
Group’s use of the word “workwear” in its logo was  
not in breach of the Australian Consumer Law. 

• Exceptional circumstances are required to demonstrate  
a breach of the Australian Consumer Law where the 
impugned word or logo is descriptive.

What you need to do
• A successful misleading or deceptive conduct action 

requires more than mere confusion amongst consumers. 

• Businesses must take care when adopting a descriptive 
business name. In addition to conducting availability 
searches prior to commencing use, businesses should 
consider the use of distinctive get-up to distinguish the  
use of the relevant name.
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Background 
The applicant, Workwear Industries, is a manufacturer 
and distributor of protective clothing and footwear. The 
respondent is part of the Pacific Brands group of companies, 
which changed its name to Pacific Brands Workwear Group 
in 2010. 

In June 2011, the applicant wrote to the respondent alleging 
that consumers were confused by the respondent’s use 
of “Workwear Group”, and requested that the respondent 
stop using these words in its name. Following a series of 
correspondence, the parties agreed to send a letter to their 
customers to inform them of the common usage of the 
words “Workwear” and “Group”. 

In 2012, the respondent commenced trading under “The 
Workwear Group” and using a new logo:

 

The respondent advised its customers of the new branding, 
and provided new banking details for The Workwear Group. 

At this time, the applicant was using the following logo in 
the conduct of its business:

 

In October 2012, the applicant wrote to the respondent 
alleging that its use of THE WORKWEAR GROUP name 
amounted to conduct in breach of section 18 of the 
Australian Consumer Law (ACL). There was evidence of 
confusion amongst the applicant’s and respondent’s 
customers, with inquiries and payments made to the 
applicant that were intended for the respondent and  
vice versa. 

No likelihood of confusion
Section 18 of the ACL provides that a person must not, in 
trade or commerce, engage in conduct that is misleading  
or deceptive or is likely to mislead or deceive. 

The applicant sought an injunction restraining the 
respondent from using its THE WORKWEAR GROUP logo 
in connection with its business. The basis of its claim was 
that the applicant’s and the respondent’s logos used similar 
colour schemes, emphasised the word “WORKWEAR”, and 
included the word “GROUP”, and that the respondent’s 
logo’s qualifying reference to “A division of Pacific Brands” 
was in comparatively small print. 

Although the parties agreed that there was some confusion 
amongst their respective customers, the Court was required 
to objectively determine if the respondent’s conduct caused 
or was likely to cause an ordinary or reasonable member 
of the class of consumers to labour under some erroneous 
assumption or misconception. This misconception must 
be more than mere wonderment, and have an element of 
commercial significance. 

Justice Siopis found that the ordinary and reasonable 
consumer was a person purchasing the products in a 
business, rather than personal context. The majority of the 
applicant’s customers were “direct to industry” customers, 
who would email a purchase order form to the applicant. 
This process meant that there was no scope for impulse 
purchases, as the purchaser was required to consult a 
catalogue to identify the product by reference to its brand 
name or product code. 

The likelihood of confusion occurring was also decreased 
by the fact that both parties sold their workwear products 
under distinctive branding. The applicant promoted its 
products primarily under its brand names, such as “RIGGERS 
WORKWEAR”, as opposed to its corporate branding. This 
could be distinguished from the respondent’s branding, 
which included the “KING GEE” and “HARD YAKKA” brands.

The challenges with descriptive 
business names
This case also demonstrates the issues with protecting 
descriptive business names. There were 226 registered 
business names in Australia which include the word 
“workwear” at the time of the judgment. The applicant 
failed to establish that the words “workwear” or “Workwear 
Industries” had acquired a secondary meaning to associate 
these words with its business.

In dismissing the claim, his Honour also found that the 
instances of confusion were minor, and it was particularly 
relevant there was no evidence of financial loss. The 
applicant’s case was dismissed with costs. 

Phoebe Vertigan, Lawyer, Melbourne
phoebe.vertigan@ashurst.com

Grant Fisher, Partner, Melbourne
grant.fisher@ashurst.com
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Background
On 18 October 2010, adidas AG and its Australian subsidiary, adidas Australia Pty Ltd, (together, Adidas) brought a trade 
mark infringement proceeding against Pacific Brands Footwear Pty Ltd (Pacific Brands), a leading Australian footwear 
manufacturer which sells approximately 20 million pairs of shoes annually. 

Trade mark infringement claim
Adidas alleged that Pacific Brands had infringed two of its registered “stripe” trade marks. The trade marks (depicted  
below) essentially consist of three stripes of a colour different from the colour of the footwear to which they are applied  
(the 3-Stripe Marks).

  

 Registered Trade Mark No. 924921 Registered Trade Mark No. 131325

Four stripes and you might be out: 
Adidas victorious in footwear trade 
mark infringement stoush
Adidas AG v Pacific Brands Footwear Pty Ltd (No 3) [2013] FCA 905

What you need to know
• On 12 September 2013, Justice Robertson of the Federal Court of Australia held that Pacific Brands Footwear Pty  

Ltd had infringed two registered trade marks of adidas AG and its Australian subsidiary, adidas Australia Pty Ltd.

• The Court held that decorative elements applied to certain of Pacific Brands’ products were used as trade marks  
within the meaning of the Trade Marks Act 1995 (Cth) and were, in some cases, deceptively similar to Adidas’  
registered trade marks.

What you need to do
• Companies should be careful to ensure that decorative and functional elements applied to their products are not 

substantially identical with, or deceptively similar to, registered trade marks owned by their competitors.

• Companies should be aware that the application of decorative and functional elements to their products in places 
which are usually reserved for registered trade marks will be taken into account by courts in deciding whether  
those elements are, in fact, being used as trade marks.
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Adidas alleged that its 3-Stripe Marks were infringed by Pacific Brands, in that Pacific Brands applied the 3-Stripe Marks  
(or trade marks substantially identical with or deceptively similar to the 3-Stripe Marks) to 12 of its footwear products 
without licence. Three of the accused products are depicted below:

          

 Airborne Shoe Sting Ray Shoe Apple Pie Shoe

Pacific Brands denied Adidas’ claims of trade mark infringement on two bases. It argued that:

• the use of four stripes (in various styles and groupings) on its products did not constitute “use” as a trade mark within  
the meaning of the Trade Marks Act 1995 (Cth) (Act); and

• the four stripes used on its products were not “deceptively similar” to Adidas’ 3-Stripe Marks within the meaning of 
section 120 of the Act. 

Decision
On 12 September 2013, Justice Robertson held that the four stripes applied to each of the 12 Pacific Brands’ products 
were used as trade marks. His Honour further held that each of the Airborne, String Ray and Apple Pie shoes (depicted 
above) infringed the 3-Stripe Marks in that, as a matter of overall impression, the four stripes applied to each of those 
products were deceptively similar to the 3-Stripe Marks.

Use as a trade mark
An important inquiry for the Court was whether the four stripes applied to the products were used as trade marks 
within the meaning of the Act. Pacific Brands argued that the four stripes were not trade marks because they were 
not used as badges of origin to distinguish Pacific Brands’ footwear from the footwear of other manufacturers. Pacific 
Brands submitted that the four stripes on its products had a number of uses, including as:

• decorative elements; and

• a function to indicate that the product was a sporting or leisure shoe. 

Pacific Brands further argued that the Court should take into account the context in which the products were sold 
when determining how the four stripes had been used. Pacific Brands submitted that the fact that the impugned 
products were sold in low costs stores (with little or no sales assistance) was determinative of whether a member of 
the public would perceive the four stripes on the Pacific Brands’ products as distinguishing them from Adidas’ products.

Justice Robertson rejected each of these arguments. His Honour accepted Adidas’ submissions that although the four 
stripes on the Pacific Brands’ products may have served some other function, including decorative, there is no “strict 
dichotomy” between that other use and use as a trade mark under the Act. His Honour held that the decorative aspect 
of the stripes did not preclude them from also being used as badges of origin.

His Honour considered the placement of the four stripes on the sides of the Pacific Brands’ products to be decisive. His 
Honour accepted that consumers were familiar with logos appearing on the sides of sports shoes as functioning as a 
badge of origin. Accordingly, His Honour held that the four stripes on Pacific Brands’ products  
were used as trade marks under the Act.

His Honour held that the evidence as to the context in which the Pacific Brands’ products are sold was irrelevant to the 
question of trade mark use under the Act. The relevant inquiry of the Court was thus confined to the application of the 
four stripes to the sides of the Pacific Brands’ products.
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Deceptively similarity
His Honour evaluated each of the 12 Pacific Brands’ products according to the well settled legal principles of “deceptive 
similarity” under the Act. The question before the Court was whether the four stripes on the Pacific Brands’ products so 
nearly resembled the 3-Stripes Marks that they were likely to deceive or cause confusion as to the origin of those products.

His Honour held that three of the 12 products were likely to deceive or cause confusion, being the Airborne, Sting Ray and 
Apple Pie shoes. In each of those cases his Honour found that the four stripes were similar in overall impression to the 
3-Stripes Marks because of the near equidistant spacing of the stripes running from the laces to the insteps of the shoes.  
The stripes were also of a different colour to the shoes to which they were applied.

His Honour then held that six of the products did not non-infringe the 3-Stripes Marks and noted that the remaining 
three products were already subject of undertakings given by Pacific Brands not to sell them. Of the six products which 
were held to be non-infringing, his Honour took in to account the fact the four stripes applied to those Pacific Brands’ 
products were of unequal spacing, different in width and, in some cases, of a similar colour to the panels of the footwear 
behind them (see below). 

      

 Unequal spacing Different width Similar colour to footwear

Orders
Submissions in respect of the final form of the orders in this proceeding are set down to be heard by Justice Robertson  
in December 2013. 

Paul Dimitriadis, Lawyer, Sydney 
paul.dimitriadis@ashurst.com 

Lisa Ritson, Partner, Sydney
lisa.ritson@ashurst.com
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llegal online file sharing: A-G opens path for 
new discussions

IP Bite

What you need to know
• The new Commonwealth Attorney-General has invited copyright holders and internet service providers  

to participate in discussions on online file sharing and internet piracy. 

• There are reports that a new scheme will be introduced to curb illegal file sharing, the full details of which are yet  
to be released.

The Commonwealth Attorney-General, Senator the Hon George Brandis QC, has recently contacted copyright holders 
and internet service providers (ISPs) to commence discussions regarding online file sharing and internet piracy. 

Some reports suggest that in response to illegal file sharing, a new scheme could be introduced which would allow 
copyright holders to take action against website owners who distribute pirated material via file sharing. 

While official details are yet to be released, some reports suggest that one possible proposal is to seek to attack the 
supply side of piracy by blocking infringing websites. Not surprisingly, such a proposal has already drawn criticism  
and scepticism that it will deliver an effective solution to infringing activity. 

It will be interesting to see what solutions the discussions canvas, particularly as there has been very little progress  
on this issue since the High Court’s decision last year in the case of Roadshow Films v iiNet Limited [2012] HCA 16.  
The High Court held that the ISP, iiNet, was not liable for authorising the copyright infringement of its users. 

While Australia has made little progress in combating online piracy, earlier this year, New Zealand convicted its first 
individual for illegally sharing music online and that person was fined NZD616.57 by the copyright tribunal. It was  
the first conviction under New Zealand’s “three-strikes” anti-piracy laws. In contrast, France, one of the first countries  
to introduce a graduated “three strikes” approach to dealing with repeat infringers has this year removed from that law 
the termination of the internet accounts of repeat infringers, amidst controversy surrounding the efficiency and costs of 
enforcing it as well as its effectiveness. 

One of the key questions will be: where should the risks and costs lie in policing online file sharing and copyright 
infringement? The copyright industry will argue that ISPs are in the best position to control and monitor online 
infringement. ISPs will argue that as a result of the time, labour, technology and administration involved, this  
would incur large costs which should not be passed on to their customers. 

Mary Papadopoulos, Lawyer, Sydney
mary.papadopoulos@ashurst.com

Anita Cade, Partner, Sydney
anita.cade@ashurst.com 



IP @ Ashurst • December 2013Page 24

What you need to know
• The Aristocrat companies were granted declaratory  

relief by Justice Jacobson of the Federal Court against  
one of six respondents after the Full Court found that a 
number of second hand gaming machines had been sold 
in South America featuring counterfeit versions of their 
gaming software and compliance plates in breach of  
their copyright.

• In considering the Aristocraft companies’ claims for trade 
mark infringement, Justice Jacobson held that the sale of 
goods bearing a mark applied without the consent of the 
registered owner infringes the mark because the mark is 
used in a manner which is not in truth a “badge of origin” 
of the owner’s goods.

• However, the Aristocrat companies’ claims for trade 
mark infringement failed on the basis that, due to the 
circumstantial nature of the evidence, it was not possible 
for the Court to conduct the necessary tests to establish 
that the impugned marks were either “substantially 
identical” or “deceptively similar” to the applicants’ 
registered marks.

A game of copycat and mouse: gaming 
machine manufacturer sues for infringement 
of its copyright and trade marks
Aristocrat Technologies Australia Pty Ltd v Global Gaming Supplies Pty Ltd [2013] FCA 986
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On 30 September 2013, Justice Jacobson of the Federal 
Court (on remit from the Full Court) dismissed claims for 
trade mark infringement but granted declaratory relief 
to a group of applicants in relation to breaches of their 
copyright arising from the sale of second hand electronic 
gaming machines.

The applicants were a group of companies engaged in the 
manufacture and supply of gaming technologies (together, 
the Aristocrat companies) while the respondents consisted 
of various parties involved in a joint venture for the supply of 
refurbished gaming machines to overseas markets (together, 
the Global / Impact respondents), as well as another 
company and its principal (Mr Allam) who carried out 
significant work and business functions for the joint venture.

The decision at first instance 
Aristocrat Technologies Australia Pty Ltd v Global  
Gaming Supplies Pty Ltd [2009] FCA 1495

The Aristocrat companies sued the respondents for 
copyright infringement on the basis that, among other 
things, they were involved in the sale of second hand 
electronic gaming machines in South America that 
contained counterfeit Aristocrat gaming software and 
compliance plates.

The Aristocrat companies also alleged that the respondents 
had infringed trade marks they owned in relation to words 
used on the machines themselves as well as the names of 
various games played on the machines.

Justice Jacobson found that Mr Allam had burned Aristocrat 
gaming software and manufactured fake Aristocrat 
compliance plates in breach of the Aristocrat companies’ 
copyright. Meanwhile, the Global / Impact respondents  
were found liable for authorising the relevant primary  
acts as well as infringement by dealing.

The Aristocrat companies did not pursue their claims  
for trade mark infringement, having accepted that if  
they were awarded damages for copyright infringement 
further damages would be inappropriate.

(For a more detailed analysis of Justice Jacobson’s first 
instance decision, see the March 2010 edition of  
IP @ Blake Dawson.)

The Full Court’s decision 
Allam v Aristocrat Technologies Australia Pty Ltd  
[2012] FCAFC 34

While Justice Jacobson’s findings against Mr Allam were 
upheld, the Full Court set aside his findings against the 
Global / Impact respondents. The Full Court held that his 
Honour had erred in allowing certain emails to be admitted 
as evidence against them. 

The Full Court remitted the matter to Justice Jacobson  
for determination of the trade mark claims as well as  
the question of relief for copyright infringement.

The trade mark claims
In defending the trade mark claims, the Global / Impact 
respondents argued that a person who affixes a mark to 
goods so as to indicate a connection between the goods 
and the owner of the registered mark does not infringe the 
trade mark. Justice Jacobson disagreed and held that the 
sale of goods bearing a mark applied without the consent 
of the owner infringes the mark because the mark is used 
in a manner in which it is not in truth a “badge of origin”  
of the registered owner’s goods.

However, the Aristocrat Companies’ claims for trade mark 
infringement failed at a more basic level. His Honour  
noted that: 

• the test for whether an impugned mark is “substantially 
identical” to a registered mark involves a side-by-side 
comparison; and

• the test for “deceptive similarity” involves a comparison 
between the impression based on recollection of the 
registered mark that persons of ordinary intelligence 
and memory would have and the impression that such 
persons would have of the impugned mark.

While the machines which were the subject of the 
transactions contained signs which the Court accepted 
to be counterfeit, due to the circumstantial nature of the 
evidence, the Aristocrat companies were unable to prove 
which of the machines contained counterfeit Aristocrat 
plates and which contained counterfeit Aristocrat games. 
Justice Jacobson held that this failure made it impossible  
to conduct either of the comparisons referred to above, 
which he said could not be performed by a process of 
inference. It followed that the claims of trade mark 
infringement failed against all of the respondents.

Relief for copyright infringement
Finally, Justice Jacobson found that it was appropriate  
to mark its disapproval of Mr Allam’s contravening  
conduct by making declarations to the effect that he had 
reproduced Aristocrat gaming software and compliance 
plates in breach of the Aristocrat companies’ copyright.

James Hoy, Lawyer, Sydney
james.hoy@ashurst.com

Anita Cade, Partner, Sydney
anita.cade@ashurst.com

http://www.ashurst.com/doc.aspx?id_Content=9805
http://www.ashurst.com/doc.aspx?id_Content=9805
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Suntory dealt an unfavourable hand  
in seeking to amend patent specifications
Suntory Holdings Limited v Commissioner of Patents [2013] FCA 999

What you need to know 
• Under section 112A of the Patents Act 1990 (Cth), as incorporated by the recent Intellectual Property Laws Amendment 

(Raising the Bar) Act 2012 (Cth) (Raising the Bar Act), the Commissioner of Patents must now refuse leave to amend a 
patent specification where an appeal in relation to that specification remains on foot.

• Transitional provisions in the Raising the Bar Act state that section 112A will only apply to amendment applications  
that had not been “dealt with” before 15 April 2013.

• The Federal Court has concluded that, in this context, “dealt with” means finally dealt with. Therefore, the 
Commissioner must have made a final decision to either grant or refuse the application to amend before 15 April 2013, 
otherwise section 112A will apply.

• The timing of recent changes to the Patents Act 1990 (Cth) (Patents Act), provided for in the Raising the Bar Act, has 
again been the subject of judicial consideration. 
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Background
Suntory Holdings Limited (Suntory) filed Patent Application 
No 759623 entitled “Process for Producing Unsaturated 
Fatty Acid-Containing Oils” (Patent) in 2003. The grant of 
the Patent was opposed by Martek Biosciences Corporation 
(whose interest in the opposition was taken over by DSM 
Nutritional Products LLC (DSM)).

In 2012, the delegate of the Commissioner of Patents found 
that most of the claims of the Patent were valid, but that 
certain claims lacked novelty and fair basis. DSM appealed 
this decision to the Federal Court.

On 15 January 2013, Suntory applied to the Commissioner 
under section 104 for leave to amend the complete 
specification of the Patent by deleting the invalid claims.  
By a letter dated 7 March 2013, the Commissioner noted 
that section 112A of the Patents Act would become operative 
on 15 April 2013, after which time she would have to refuse 
such amendments. The Commissioner advised that there 
was insufficient time for the amendment request to be 
processed before 15 April 2013, and therefore she was likely 
to refuse the Amendment Request if it was not withdrawn 
by that time.

Suntory brought an appeal against this decision under 
section 104(7) of the Patents Act. 

Competency of the appeal
A threshold issue was whether the Federal Court had 
jurisdiction to hear Suntory’s appeal. Section 104(7) provides 
an avenue for appeal from a decision of the Commissioner to 
either allow or refuse a requested amendment. DSM argued 
that this does not confer appeal rights in respect of decisions 
refusing leave to amend. Rather, according to DSM, section 
104(7) applies only where leave has been granted under 
regulation 10.5 but the amendment is then refused under  
reg 10.6 after a successful opposition proceeding.

Justice Davies rejected this argument. Her Honour 
considered it uncontroversial that an appeal under section 
104(7) was a hearing de novo and that the Court exercises 
its original jurisdiction. In light of this power, the Federal 
Court could hear and determine whether an amendment 
should be allowed even where the Commissioner had 
refused to grant leave to amend. 

Accordingly, Justice Davies could consider Suntory’s 
submissions in relation to the applicability of section 112A 
to its amendments request.

Applicability of section 112A
Under the transitional provisions in the Raising the Bar 
Act, section 112A of the Act applies only to requests for 
amendment that had not been “dealt with” before  
15 April 2013. Therefore, a key issue on appeal was the 
meaning of the term “dealt with”.

Suntory contended that the phrase “dealt with” essentially 
meant taking any action in respect of the request for 
amendment. It advanced that, by providing a copy of the 
application to DSM for its comments under regulation 
10.2, the Commissioner had “dealt with” the amendment 
request. The Commissioner, on the other hand, submitted 
that the phrase “dealt with” meant finally dealt with and 
required a decision to either grant or refuse leave to amend. 

Justice Davies accepted the Commissioner’s position, on the 
basis that the phrase was in the past tense. In her Honour’s 
view, this implied that the whole process of “dealing” with 
the request must have been completed. Only then could  
the amendment request be said to have been “dealt with”. 

In the alternative, Suntory advanced that the Commissioner 
had “dealt with” the amendment request prior to 15 April 2013, 
by refusing to take any further steps in relation to the 
request. It was argued that, in effect, this amounted to a 
refusal of the amendment request before the Commissioner 
had any authority under section 112A to do so.

Justice Davies did not accept this argument, on the basis 
that delay was not equal to refusal. Suntory’s appeal 
against the Commissioner’s decision to refuse the 
amendment request was therefore wholly unsuccessful.

Alyce Ricciardi, Lawyer, Adelaide 
alyce.ricciardi@ashurst.com

Ben Miller, Partner, Sydney 
ben.miller@ashurst.com
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Background of the Applicant (CUB)
CUB was formed in 1907, by the merging of six Victorian 
breweries. Since then, CUB has acquired the assets and 
businesses of several other breweries. CUB is the owner 
of a number of trade mark registrations for historical 
beer brands, dating back to 1906. 

Given the age of many of its registrations, they are 
potentially vulnerable to removal on the grounds of  
non-use. Over the years CUB has undertaken a trade 
mark filing program to protect updated versions of  
the names or logos of the historical beer brands. 

CUB has also released several limited edition runs  
of some of its historical beers since the early 2000s.  
CUB applied to register the trade marks in question  
in January and August 2010.

CUB retains ownership of historical  
beer brand trade marks
Intellectual Property Development Company Pty Ltd v CUB Pty Ltd [2013] ATMO 73

What you need to know 
• CUB Pty Ltd (CUB) applied to register trade marks for  

certain “heritage” beer brands (including BALLARAT  
BITTER, ABBOTS, MASTHEAD and TOOTH’S) in January  
and August 2010.

• At the time, CUB and Intellectual Property Development 
Company Pty Ltd (IPDC) were in negotiations regarding the 
licensing of those brands.

• IPDC opposed the applications, and sections 62A (bad  
faith) and 59 (no intention to use the trade marks) of  
the Trade Marks Act 1995 (Cth) (TM Act) were pressed  
as grounds of opposition.

• The oppositions were unsuccessful and CUB’s ownership  
of the brands was confirmed by the Hearings Officer.

What you need to do 
• It is important for businesses to remember that whilst trade 

mark registrations can last indefinitely (subject  
to payment of renewal fees every 10 years), they can 
become vulnerable to removal on the grounds of non-use  
if they are not used within a 3 year period.

• One strategy for addressing the possible removal of 
historical marks is to re-file them. Businesses should  
review their portfolios regularly to determine whether 
marks should be re-filed if there is a legitimate plan or  
need to use them in the future. 

• Re-filing trade marks for the sake of it or to prevent third 
party use can lead to allegations of bad faith, lack of intent 
to use and trade mark banking. However, evidence of past 
use together with future plans for use are likely to be 
sufficient to overcome such allegations. 

• Businesses should also keep records documenting their 
intentions and business plans for particular brands, since such 
records are likely to be valuable evidence if a dispute arises.
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Background of the Opponent (IPDC)
IPDC is part of a group of companies, one of which was 
established to “bring historical beers back to life”. IPDC’s 
group intended to operate microbreweries in conjunction 
with local pubs and tourist attractions.

Prior contact between the parties
In 2009, one of IPDC’s group companies approached CUB 
to negotiate a long-term licence or acquisition of some 
of the historical beer brands owned by CUB. The parties 
were engaged in negotiations until May 2011, when CUB 
informed IPDC’s group company that it was not interested 
in entering into a long-term licence agreement.

Section 62A – Bad faith
Section 62A of the TM Act provides that “The registration 
of a trade mark may be opposed on the ground that the 
application was made in bad faith”.

IPDC complained that CUB was well-aware of the 
implications of not using a registered trade mark and was 
engaged in a practice of systematic trade mark banking 
or cynical re-filing of trade marks in order to maintain 
protection for those trade marks which may fall foul of  
the non-use removal provisions.

Because the trade mark applications were filed during the 
period in which the parties were negotiating a possible  
long-term licence, IPDC alleged that CUB filed them as 
a tactical response to the potential threat of a non-use 
removal action being filed against the existing registrations.

The Hearing Officer rejected the claim of bad faith for 
several reasons, including:

• IPDC approached CUB for a licence to use the marks, 
therefore IPDC regarded CUB as the owner of those 
marks;

• no evidence had been submitted to show that CUB 
should not have applied for the marks;

• CUB’s behaviour did not fall short of standards of 
acceptable commercial behaviour; and

• CUB has not renewed the registration of many of  
its brands, which indicates that CUB is not engaged  
in tactical trade mark banking.

Section 59 – No intention to use
Section 59 of the TM Act provides that:

“ The registration of a trade mark may be opposed  
on the ground that the applicant does not intend: 

(a)  to use, or authorise the use of, the trade mark  
in Australia… 

...in relation to the goods and/or services specified  
in the application”. 

The onus is on the opponent (ie IPDC) to establish  
a prima facie case that the applicant (CUB) has no intention 
to use the trade marks. If this is established, the onus then 
shifts onto the applicant (CUB) to show that it does in fact 
intend to use the trade marks. It is typically very difficult 
for an opponent to succeed (or even shift the onus onto the 
applicant) under section 59.

IPDC argued that CUB applied for the trade marks in 
question without having any intention to actually use 
them, because the timing of the applications (whilst 
licence negotiations between the parties were continuing) 
suggested that the marks were applied for to prevent IPDC 
from using or registering those trade marks.

The Hearing Officer was not satisfied that IPDC had shifted 
the onus onto CUB, since IPDC’s allegations alone were 
insufficient to make out a prima facie case. The Hearing 
Officer went on to state that even if the onus had shifted, 
CUB’s evidence of past releases of limited edition beers 
under the trade marks in question, and its plans to continue 
to offer such limited releases in the future, were sufficient 
to show a genuine intention to use the marks. This ground 
of opposition was therefore also unsuccessful.

Amy Reynolds, Senior Associate, Sydney 
amy.reynolds@ashurst.com 

Lisa Ritson, Partner, Sydney 
lisa.ritson@ashurst.com 
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Vendor’s advocate loses out: 
the hazards of an “eloquently 
descriptive” trade name
Vendor Advocacy Australia Pty Ltd v Seitanidis [2013] FCA 971

What you need to know
• A descriptive phrase that has been used primarily in association  

with another strongly distinctive element is unlikely to have acquired 
secondary meaning sufficient to distinguish a company’s goods or 
services. Use of a descriptive phrase that has not acquired secondary 
meaning does not constitute misleading or deceptive conduct.

• Intention to mislead or deceive consumers is not relevant in considering 
claims made under the Australian Consumer Law (ACL).

• In this case, the Court took a robust view of consumers’ ability to 
differentiate between closely similar domain names used by  
unrelated businesses.

What you need to do 
• Companies seeking to rely on rights in a descriptive trade mark or 

trade name must ensure that it is the dominant element of extensive 
promotional activities such that it acquires a secondary meaning that  
is distinctive of their goods or services.

• Consider registering and maintaining the .com and .com.au domain 
names corresponding to your brand, and as many other variations as is 
practicable and appropriate for your business, to avoid later difficulties 
with third party ownership of these valuable assets.
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Background
Since 2001, the applicant company Vendor Advocacy 
Australia Pty Ltd (VAA) has operated a business by which  
it counsels real estate owners in selling their assets and  
in managing their dealings with real estate agents. Its 
primary website is at www.vendoradvocacy.com.au.

The respondent, Peter Seitanidis, previously worked 
for VAA and in 2011, began operating a similar and 
competitive business. Mr Seitanidis used the phrases 
“vendor advocacy” and “vendor advocacy Australia” 
(Phrases) to promote his business, including through 
registration and use of the domains vendoradvocacy.com 
and vendoradvocacyaustralia.com, and by placing and 
maintaining various advertisements using the Phrases, 
including Google AdWords advertisements. In an act 
typical of the animosity between the parties, Mr Seitanidis 
had secured registration of the vendoradvocacy.com 
domain when the Applicant inadvertently failed to  
renew it.

VAA did not hold any relevant trade mark rights in the 
VENDOR ADVOCACY brand and therefore brought an 
action against Mr Seitanidis claiming that it had engaged 
in misleading or deceptive conduct in contravention of the 
ACL, common law passing off, and had further breached 
VAA’s copyright in certain materials related to its business. 
Mr Seitanidis admitted breach of copyright and this was 
ultimately the only ground on which VAA prevailed.

ACL claim 
VAA disclaimed ownership of the Phrases and did not argue 
that it had exclusive rights to use them. Nevertheless, it 
asserted that following a decade of use of the Phrases in 
relation to its business, the subsequent use by Mr Seitanidis 
was likely to mislead or deceive consumers into the belief 
that his business was associated with, authorised or 
approved by VAA, in breach of the ACL. 

Justice Middleton observed that while there was no 
requirement for VAA to establish any reputation as an 
element of the ACL claim, it was appropriate and important 
to consider evidence of VAA’s use of the Phrases to determine 
whether a secondary meaning had accrued in the otherwise 
descriptive words. The evidence revealed that while VAA 
had been promoted by reference to the Phrases, these had 
typically been presented together with references to a logo 
device and to the persona of Mr Ian Reid (the founder of 
VAA) (for example, “Ian Reid’s Vendor Advocacy Australia”). 
These other elements were determined to be the pivotal and 

dominating means by which VAA had been marketed and 
his Honour concluded that the Phrases remained essentially 
descriptive and had no secondary meaning by reference 
to VAA. His Honour reasoned that while a consumer may 
experience a “transitory incorrect impression” as a result of 
Mr Seitanidis’ use of the Phrases, Mr Seitanidis’ conduct did 
not amount to misleading or deceptive conduct in breach 
of the ACL. It was important that in a direct comparison of 
the web sites at VAA’s www.vendoradvocacy.com.au and 
Mr Seitanidis’ www.vendoradvocacy.com there was no real 
likelihood of confusion.

As noted earlier, there was much acrimony between the 
parties, and Justice Middleton considered that it was clear 
that Mr Seitanidis sought to divert customers from VAA. 
Fortunately for Mr Seitanidis the ACL is silent on intent in 
the context of misleading or deceptive conduct and Mr 
Seitanidis’ mental state was therefore irrelevant to the 
Court’s finding on this ground. Indeed, his Honour reflected 
that Mr Seitanidis was “perfectly entitled to compete, and 
compete hard”, even to the point of engaging in “sharp 
practices” to achieve business success. 

Passing off and copyright
Since VAA did not succeed in its misleading or deceptive 
conduct claim, the Court did not consider the passing  
off claim.

Following the Respondent’s admission of the copyright 
breach, the Court considered the appropriate relief. Taking 
into account the disharmony between the parties and the 
resultant risk that Mr Seitanidis may repeat the infringing 
activity to antagonise VAA, his Honour considered it 
appropriate to permanently restrain Mr Seitanidis from  
the specific infringing activity he had previously engaged  
in and to award nominal damages.

Victoria Garrington, Lawyer, Sydney
victoria.garrington@ashurst.com

Anita Cade, Partner, Sydney
anita.cade@ashurst.com 
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You say tom-ay-to, I say tom-ah-to: Federal  
Court delivers judgment on patent and  
design infringement claims for fruit containers
Multisteps Pty Limited v Source and Sell Pty Limited [2013] FCA 743

Multisteps Pty Limited v Source and Sell Pty Limited (No 2) [2013] FCA 844

What you need to know
• On 31 July 2013 and 20 August 2013, the 

Federal Court of Australia delivered judgment 
in relation to claims of patent and design 
infringement in the fruit and vegetable 
packaging industry.

• Justice Yates found that Source and Sell Pty 
Limited had infringed a registered design  
and an innovation patent owned by 
Multisteps Pty Limited.

What you need to do
• Parties to proceedings in which design 

infringement is alleged should ensure that 
any witness selected to represent the notional 
“informed user” is familiar with the article 
or product to which the registered design 
asserted relates. Courts will likely interpret 
the concept of an “informed user” liberally, 
however this will not usually extend to a bare 
consumer of the relevant article or product.

• Parties should avoid evidence of lengthy  
and repetitive visual comparisons between 
the registered design asserted, the accused  
article and the prior art, particularly where 
such comparisons are conducted in an 
inconsistent manner. Courts are required 
to, and will, conduct their own visual 
comparisons and will approach any evidence 
which appears to be partisan with caution.



Page 33IP @ Ashurst • December 2013

Background
Multisteps Pty Limited and Source and Sell Pty Limited  
are competitors in the fruit and vegetable packaging 
industry. In particular, both companies sell empty  
clamshell containers which are used to store fruit  
and vegetables, such as cherry tomatoes.

Multisteps commenced proceedings against Source  
and Sell alleging that Source and Sell was infringing:

• three of Multisteps’ registered designs (the 009, 158  
and 917 Designs) on the basis that three of Source  
and Sell’s containers were “substantially similar in  
overall impression” to those designs; and

• two of Multisteps’ innovation patents (the 153 and 
783 Patents) on the basis that two of Source and Sell’s 
containers embodied the inventions of those patents.

Source and Sell denied infringement of the registered 
designs and innovation patents. In the case of the  
latter, Source and Sell argued that:

• Multisteps could not bring an infringement claim  
respect of the 153 Patent as any question of infringement 
had been resolved by contractual agreement between 
the parties; and 

• the 783 Patent was invalid for lack of novelty and lack  
of innovative step.

Registered designs

Findings
Justice Yates found that Source and Sell had not infringed 
the 009 or 158 Designs, but had infringed the 917 Design. 
Accordingly, his Honour ordered that Source and Sell be 
restrained from importing, offering to sell or supplying  
in Australia one of its containers.

Informed user
Under section 19(4) of the Designs Act 2003 (Cth), the 
perspective from which infringement of a registered design 
is assessed is from that of the “informed user”. 

Multisteps led evidence from Maurice Tabone, an inventor 
and designer of food packaging products, while Source  
and Sell relied on evidence from Luciano Papi, an engineer 
with experience in research, development and the 
production of plastic furniture.

Justice Yates interpreted the concept of the “informed  
user” broadly. His Honour stated that the “informed user”  
in this case was anyone who was “familiar with produce  
or similar containers”, which may include:

• a person who acquires the relevant containers for the 
purpose of using them in packing operations to produce 
packaged products;

• a person who produces packaged products; 

• a person engaged in packing operations on behalf of  
a producer; or

• a sophisticated wholesale purchaser of packaged 
products who has particular requirements in relation  
to the storage, transport and display of those products.

However, his Honour made it clear that the “informed user” 
did not extend to the general body of consumers who 
purchase packaged products at retail outlets.

On this basis, his Honour considered that Mr Tabone 
more closely resembled the “informed user” as Mr Papi’s 
experience was not specifically directed to the production 
of food packaging.
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Design comparisons
Justice Yates was highly critical of the visual comparisons 
undertaken between Multisteps’ registered designs and 
Source and Sell’s accused products by Mr Tabone and  
Mr Papi. In his Honour’s opinion, these design comparisons 
were inconsistent, as, for example:

• Mr Tabone had “deliberately downplayed” the 
appearance and prominence of certain visual features 
in the registered designs where such features were not 
present in the accused products (thereby supporting 
Multisteps’ infringement case); and

• Mr Papi’s had showed a “clear inclination to favour 
individual design differences” between the registered 
design and the accused products (thereby supporting 
Source and Sell’s non-infringement case).

Accordingly, Justice Yates treated the evidence of  
Mr Tabone and Mr Papi “with considerable caution” on  
the basis that it was of limited probative value and utility.

In any event, Justice Yates made clear that he would 
undertake his own visual comparison between Multisteps’ 
registered designs and Source and Sell’s accused products, 
as the Court is required to do under section 19(5) of the 
Designs Act.

State of development of the prior art base
In determining whether Source and Sell’s accused products 
infringed Multisteps’ registered designs, the Court was 
required to have regard to the “state of development of  
the prior art base” for Multisteps’ registered designs, 
pursuant to section 19(2)(a) of the Designs Act.

If the prior art base is developed, arguably the scope of 
protection of Multisteps’ registered designs should be 
narrower. In contrast, if the prior art base is limited, the 
scope of protection of the designs should be broader. 

Under present authority, it is unclear whether, for the 
purposes of determining infringement, a Court should 
consider the designs in the prior art base as a whole  
or individually.

It would appear that Justice Yates, to some extent, 
considered the visual features of Multisteps’ registered 
designs in light of the prior art base as a whole 
(notwithstanding that Multisteps’ registered designs  
were not substantially similar in overall impression to 
individual designs in the prior art base). In particular, his 
Honour considered the “qualities and importance of the 
similarities” and “common design elements” between 
Multisteps’ registered designs and Source and Sell’s  
accused products “in the context of the prior art base”.

Despite this decision, judicial consideration of the  
“state of development of the prior art base” remains 
relatively limited.

Review of Designs Act
Shortly after Justice Yates delivered his reasons, the 
Commonwealth Government’s Advisory Council on 
Intellectual Property (ACIP) released its Issues Paper –  
Review of the Designs System (September 2013). The ACIP 
has received submissions and conducted public roundtable 
discussions in relation to the Issues Paper and is expected 
to provide its recommendations to the Commonwealth 
Government in 2014.

Watch this space for further updates.

The most important things in a 
case about registered designs are:

1. the registered design;

2. the accused object; and

3. the prior art.

And the most important thing 
about each of these is what they 
look like.
Lord Justice Jacob in Procter & Gamble Co v Reckitt Benckiser 
(UK) Ltd [2008] FSR 8, cited by Justice Yates in Multisteps Pty 
Limited v Source and Sell Pty Limited [2013] FCA 743
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Innovation Patents

Findings
Justice Yates held that one of Source and Sell’s containers 
infringed the 153 Patent and that the correspondence 
between, and conduct of, the parties evinced no contractual 
agreement to preclude Multisteps from suing on that 
patent. Nevertheless, his Honour concluded that it was 
not necessary to impose an injunction restraining further 
infringement as Multisteps had not provided evidence 
suggesting that the threat of infringement was continuing.

In respect of the 783 Patent, Justice Yates held that:

• claims 1 to 4 were invalid on the basis that the  
invention disclosed in these claims did not involve  
an innovative step and, consequently, ordered these 
claims be revoked; and

• Source and Sell had not infringed claim 5.

Lack of innovative step
Justice Yates’ finding of invalidity in relation to claims 1  
to 4 of the 783 Patent is significant as it is a rare example  
of a Court invalidating claims of an innovation patent on 
this ground of invalidity.

Under section 7(4) of the Patents Act 1990 (Cth), an 
invention lacks an innovative step if the difference disclosed 
in the invention when compared with the prior art makes 
no substantial contribution to the working of the invention.

His Honour found that the integer in dispute, being each 
leg of a plastic container following a curved path which 
is parallel to the bottom of the container, did not make a 
substantial contribution to the working of the invention 
disclosed in the 783 Patent. The only innovative step 
asserted by the experts was that legs of the kind claimed 
would provide an advantage when the container has a 
raised section on the lid and the containers were stacked 
on top of one another, as the legs would locate with the 
raised section, thereby adding stability to the stacked 
containers. Justice Yates found, however, that the complete 
specification of the 783 Patent failed to disclose this 
interrelationship or advantage, and the interrelationship 
was not required by the claims. The invention claimed in 
claims 1 to 4 therefore lacked innovative step. Claim 5, an 
omnibus claim, was held not to be infringed, as the accused 
products did not possess each of the essential elements 
described in the specification and shown in the figures. 

Next steps
Justice Yates made orders requiring Source and Sell to 
provide Multisteps with discovery to enable Multisteps  
to elect between a remedy in damages or an account of 
profits (in relation to infringement of the 917 Design) and  
to enable Multisteps to decide whether it wishes to pursue 
a claim for pecuniary relief (in relation to infringement of 
the 153 Patent).

On 9 October 2013, the parties participated in a court-
assisted mediation to attempt to reach agreement on all 
remaining issues in the proceeding, including in relation  
to costs. The proceeding is listed for further directions in 
December 2013.

Ben Teeger, Lawyer, Sydney 
ben.teeger@ashurst.com

Ben Miller, Partner, Sydney
ben.miller@ashurst.com
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Open competition not to be elevated to litigation
Lift Shop Pty Ltd v Easy Living Home Elevators Pty Ltd [2013] FCA 900

What you need  
to know 
• The use by a business of a 

competitor’s name and trade mark 
on its website for the purposes 
of search engine optimisation 
will not constitute misleading or 
deceptive conduct merely because 
it has the objective of drawing the 
attention of potential customers 
of the competitor. This does not 
necessarily mean that the business 
has suggested an association with 
the competitor.

• Further, where the business does 
not use the competitor’s trade 
mark as a badge of origin, there  
will be no trade mark infringement.
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Background
The applicant, Lift Shop, and respondent, Easy Living Home 
Elevators, are fierce competitors in the Australian market in 
respect of the supply of customised elevators and lifts.

The respondent retained a search engine optimisation firm 
to update its website in order to prioritise its listings in 
the search results of internet search engines. Content was 
developed for the home page of the respondent’s website 
to incorporate certain keywords, including “lift shop”. This 
term was used by the respondent in the title of its website, 
in the contents of its home page and as a keyword.

“Lift Shop” is a registered trade mark owned by the 
applicant. The applicant claimed that the respondent’s use 
of this term infringed the applicant’s trade mark, breached 
section 18 of the Australian Consumer Law (ACL) and 
comprised passing off (which was not pressed at trial). In 
particular, the applicant alleged that the respondent had 
suggested that it was associated with the applicant.

When a potential customer searched for “lift shop” using a 
search engine, the following results would appear for each 
of the applicant and respondent:

Misleading or deceptive conduct
Justice Buchanan of the Federal Court was satisfied that 
one commercial objective of the respondent was to appear 
in search results which were likely to identify the applicant, 
which was part of a wider objective to draw the attention 
of potential customers of the applicant to the respondent’s 
services. However, this did not mean that the respondent 
had thereby suggested an association with the applicant.

In particular, in the relevant area of business, Justice 
Buchanan found that the term “lift shop” also had a  
generic connotation, and was used descriptively by a 
number of other traders. 

His Honour was also not satisfied that the respondent 
intended to suggest an association with the applicant’s 
business, and instead aimed to differentiate the respondent’s 
business from that of the applicant and make clear that the 
respondent was an alternative option for customers. This 
finding was reinforced by evidence that the respondent had 
a poor view of the applicant’s reputation, particularly given 
that the respondent portrayed itself as a source of good 
quality European lifts, whereas the applicant’s source of 
supply was China.

Finally, his Honour considered there was a clear 
differentiation between the search results relating to each 
party, given the URLs and title descriptions were different 
and there was nothing on the search page to suggest any 
association between the two businesses.

Trade mark infringement
Justice Buchanan stated that, in order to make out a cause 
of action for trade mark infringement, the applicant must 
first establish that the respondent used the words “Lift 
Shop” in the title of its website as a badge of origin.

Given that the evidence showed that other businesses also 
used this term in their website titles and the respondent 
did not wish to suggest an association with the applicant, 
his Honour was not satisfied that the respondent used 
the term as a mark. Instead, it was found that the term 
was used in a descriptive way, to take advantage of the 
operation of search engines.

Conclusion
The Court therefore held that the applicant failed to 
make out a cause of action under section 18 of the ACL 
or a cause of action for trade mark infringement, and 
dismissed the application.

Marlia Saunders, Senior Associate, Sydney 
marlia.saunders@ashurst.com 

Anita Cade, Partner, Sydney 
anita.cade@ashurst.com
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Damages for patent infringement:  
covering all bases
SNF (Australia) Pty Ltd v Ciba Speciality Chemicals Water Treatments Ltd (No 4) [2013] FCA 845

Bitech Engineering v Garth Living Pty Ltd [2013] FCA 822

What you need to know
• The owner of an infringed patent is entitled to damages or to an account of the profits earned by 

the infringer by reason of their infringing conduct.

• Where patent infringement is proved, the owner will be entitled to discovery to identify all 
instances of infringement, before choosing between damages or an account of profits.

• A number of approaches are available to a court to quantify damages for patent infringement, 
including compensation for lost profits or payment of a reasonable royalty.

What you need to do
• In preparing an infringement case, patent owners must take care to ensure that they will be 

entitled to compensation for all instances of infringement, and not merely for the specific 
instances relied upon to prove, at trial, that infringement has occurred.

• Patent owners must take account of the various approaches available to the Court when 
quantifying damages for patent infringement, and ensure that the Court is provided with 
sufficient evidence to fix an appropriate sum.

The owner of an infringed patent is entitled to damages or, at their election, an account of the 
infringer’s profits.  Two recent decisions of the Federal Court provide guidance on the Court’s  
approach to the award of such remedies.
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Background
In earlier proceedings, the Federal Court of Australia held that SNF (Australia) Pty Ltd (SNF) had infringed a process patented 
by Ciba Speciality Chemicals Water Treatments Ltd (Ciba) for the treatment of mine tailings with flocculants (SNF (Australia) 
Pty Ltd v Ciba Speciality Chemicals Water Treatments Ltd (2011) 92 IPR 46).  

Discovery
To assess whether to claim damages or an account of profits, Ciba sought discovery of documents relating to all infringing 
conduct by SNF throughout Australia.  Objecting to the breadth of discovery sought, SNF argued that Ciba was only entitled 
to pursue damages (or an account of profits) in respect of the processes used at three particular mines, on which Ciba had 
relied to prove infringement.

Allowing discovery, Justice Davies of the Federal Court explained that an inquiry as to damages (or an account of profits) is 
not limited to losses caused by the specific instances of infringement relied upon to establish liability at trial, but extends 
to all instances of infringement.  On the other hand, once liability for infringement has been established, a patent owner 
will not be entitled to raise fresh claims of infringement that were not the subject of findings made by the Court when 
assessing liability.

Importantly for Ciba, Justice Davies found that its pleaded case extended to SNF’s unauthorised use of Ciba’s patented 
process generally, and was not limited to specific instances of infringing conduct at particular mines.

SNF (Australia) Pty Ltd v Ciba Speciality Chemicals Water 
Treatments Ltd:  Identifying all instances of infringing conduct
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Background
Garth Living Pty Ltd (Garth) imported electric heaters 
which were sold to consumers through Bunnings stores.  
In an earlier appeal judgment, the Full Federal Court held 
that those heaters infringed a patent owned by Bitech 
Engineering (Bitech) (Bitech Engineering v Garth Living  
Pty Ltd (2010) 86 IPR 468).

Bitech elected to claim damages rather than an account  
of profits, and the matter came before Justice Foster of  
the Federal Court to assess the amount of damages  
that Garth and Bunnings were liable to pay.

Assessment of damages for patent 
infringement
The basic principles governing the assessment of damages 
in patent cases are well established.  The purpose of an 
award of damages is to compensate the patent owner,  
not to punish the infringer.  The measure of damages is  
the sum of money necessary to put the patent owner in  
the position it would have occupied had the infringing 
conduct not occurred.

Where a patent owner exploits the invention by 
manufacturing products for sale, an appropriate measure 
of damages is likely to be the profits that the patent owner 
would have earned had they made the sales improperly 
diverted to the infringer.  Where a patent owner exploits 
the patent by licensing others to make the patented 
product or use the patented process, an appropriate 
measure of damages is likely to be the royalty that the 
infringer would have had to pay if he or she had obtained  
a licence before exploiting the invention.

The Court’s determination
On the evidence before him, Justice Foster concluded that, 
if Bunnings had been unable to source infringing heaters 
from Garth, it would have attempted to source heaters 
from a supplier other than Bitech and, if unable to do so, 
would have stayed out of the market for heaters altogether.

Justice Foster rejected a submission that Bitech would  
have made 100% of the sales made by Bunnings, but for  
the infringing conduct.  Based on evidence concerning  
the market for heaters in Australia, his Honour concluded 
that a proportion of those sales would have gone to third 
party suppliers.  

In respect of those sales that would have been made by 
Bitech, but for the infringing conduct of Garth and Bunnings, 
Justice Foster held that Bitech was entitled to compensation 
based upon its gross margins for comparable products.

In respect of the infringing sales that would not have been 
made by Bitech (but, rather, would have gone to third party 
suppliers or not been made at all), Justice Foster considered 
that Garth and Bunnings ought to pay Bitech a reasonable 
royalty.  However, Bitech had failed to lead any evidence 
that would have enabled the Court to determine what a 
reasonable rate of royalty would be.  In those circumstances, 
no damages could be awarded under this head.

Lesson
Justice Foster’s analysis highlights the importance for 
patent owners of considering each of the approaches on 
which damages may be quantified, and leading evidence 
enabling the Court to apply whichever of those approaches 
it determines is most appropriate on the facts of the case. 

Andrew Rankine, Senior Associate, Sydney
andrew.rankine@ashurst.com

Ben Miller, Partner, Sydney
ben.miller@ashurst.com

Bitech Engineering v Garth Living Pty Ltd:  Quantifying 
damages for patent infringement
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Orders for default judgment 
not necessarily final 
Top Plus Pty Ltd & Anor v Muse Entertainment Pty Ltd & Ors (No. 2) [2013] FCA 1363

A Court may exercise its discretion to set aside a default judgment in 
circumstances where the respondent has a legitimate excuse for not attending 
Court, has a prima facie defence and would suffer prejudice if the orders were  
not set aside.

In this case, orders were made after the respondents failed to appear at two 
directions hearings, including: 

• declarations that the first respondent company had infringed copyright in 
certain cinematograph films and the second respondent had authorised  
those infringements; and 

• an award of damages in the sum of $95,299.56. 

The respondents had been advised that if they failed to appear on the second 
occasion, default orders might be made.

The respondents filed an application to have the default judgment set aside. 

The second respondent claimed he had intended to appear at the second 
directions hearing on behalf of himself and the first respondent, but that he  
fell ill and was admitted to hospital in Hong Kong and was forced to delay his 
return flight. He said he had sent a fax to the Court on the date of the hearing 
advising of his inability to attend. The second respondent also put on evidence 
that he may have a good defence to the claim brought against him.

Judge Simpson found that, if the default judgment was not set aside, the 
respondents would suffer the greater prejudice since the first respondent would 
be put into liquidation and the second respondent would be made bankrupt. 
Conversely, the prejudice that would be suffered by the applicants would be a 
delay in obtaining an enforceable judgment and receiving any damages.

The Court therefore held that it was appropriate to set aside the default judgment. 

Marlia Saunders, Senior Associate, Sydney
marlia.saunders@ashurst.com 

Anita Cade, Partner, Sydney 
anita.cade@ashurst.com

IP Bite
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Dolby makes some noise  
to prevent importation of 
DVDs bearing DOLBY marks
Dolby Laboratories Licensing Corporation v Kamil [2013] FCCA 1326

What you need to know
• The Federal Circuit Court of Australia has made orders restraining the Australian Customs Service (Customs)  

from releasing 6,600 DVDs imported into Australia bearing trade marks that are substantially identical with  
or deceptively similar to Dolby Laboratories Licensing Corporation’s registered trade marks.

• This is an example of the successful implementation of the Customs Notice of Objection scheme under the  
Trade Marks Act 1995 (Cth).
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Background
Dolby Laboratories is recognised worldwide as an innovator 
of sound and imaging technologies. It is the owner of a 
number of registered trade marks in Australia, including  
for DOLBY, DOLBY DIGITAL and Dolby “double-D” logo  
in class 9 (Dolby Marks).

In or around August 2013, Mr Kamil attempted to import 
6,600 DVDs bearing the Dolby Marks into Australia. 

Customs Notice of Objection scheme
Under Australia’s customs seizure scheme, embodied  
in Part 13 of the Trade Marks Act 1995 (Cth) (Act), Dolby 
Laboratories had in place “objection notices” with Customs  
in respect of a number of Australian registered trade  
marks for the Dolby Marks (known as “notified marks” 
under the scheme).

Pursuant to section 133 of the Act, Customs must seize  
any goods imported into Australia that have a notified  
trade mark applied to them if those goods are goods in 
respect of which the notified trade mark is registered, 
unless Customs is satisfied that there are no reasonable 
grounds for believing that the notified trade mark is 
infringed by the importation of the goods. Customs must 
then give notice of the seizure to the importer of the  
goods, in this case Mr Kamil, and the objector, in this  
case Dolby Laboratories.

As Mr Kamil did not consent to forfeiture of the goods  
and instead sought their release, Dolby Laboratories 
applied to the Court seeking an interim injunction to 
restrain the release of the seized DVDs by Customs.  
Under section 136D(4) of the Act, Customs must release 
the seized goods if:

• the importer has made a claim for the release of the 
goods;

• an action for infringement of the notified goods has  
been instituted; and

• at the end of a period of 20 working days from the  
date the action was commenced there is not in force an 
order of the court restraining the release of the goods.

Interlocutory injunction
In Australia, in seeking interlocutory relief, amongst 
other things, the applicant must first make out a prima 
facie case, in the sense that there is a probability that at 
a final hearing the applicant would be entitled to relief. 
The applicant must then show that the “balance of 
convenience” lies with the applicant, in that the loss the 
applicant would be likely to suffer if an injunction was 
refused would outweigh damage to the respondent if  
the injunction was granted.

On the prima facie case question, the Court found that  
Mr Kamil was not entitled to use the Dolby Marks, and  
that the marks appearing on the seized DVDs were 
substantially identical with or deceptively similar to the 
Dolby Marks. The Court considered that the DVDs contained 
a number of spelling, grammatical and formatting errors, 
and did not reflect Dolby’s official wording, all indicating 
that the Dolby Marks had been applied without Dolby 
Laboratories’ authority.

On the balance of convenience issue, the Court considered 
that if the DVDs were to be released to Mr Kamil that there 
was a real risk that he would dispose of the DVDs. The 
Court noted that Mr Kamil had not given any undertakings 
concerning the DVDs, and that the size of the consignment 
indicated that this was a deliberate and significant 
commercial transaction.

Orders
The Court granted orders:

• restraining Customs from releasing the DVDs; and

• restraining Mr Kamil from manufacturing, importing, 
selling, advertising or otherwise providing goods  
bearing the Dolby Marks,

pending a final determination in the matter.

This article first appeared on WTR Daily, part of World 
Trademark Review, in October 2013. For further information, 
please go to www.worldtrademarkreview.com.

Natalie Hazel, Special Counsel, Sydney
natalie.hazel.@ashurst.com

Lisa Ritson, Partner, Ashurst Australia, Sydney
lisa.ritson@ashurst.com
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